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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 17, 19-22 and 28-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over De Boel (U. S. Pat. No. 4,190,698) and further in view of Varma 
(Pub. No. WO/2002/024445). 

Consider claim 17, 20-22, 28-32, 41-42, De Boel teaches a light transmitting fire 
screening panel (considered to be transparent) comprising at least one sheet of glass 
and one layer of intumescent material which comprises a layer of a hydrated alkali 
metal silicate and polyhydric alcohol in the form of glycerine, or ethylene glycol with the 
addition of sodium aluminate as the alkali metal aluminate. (Abstract and Col. 3 lines 5- 
1 0 and 65-68) De Boel also teaches that the thickness of the intumescent layer is at 
most 8mm and therefore can be in a range of greater than zero to 8mm. (Col. 4 lines 
15-22) It is also taught that the weight ratio of Si0 2 to Na 2 0 was 3.3 to 1 with the 
percentage of water being 34%. (Col. 4 lines 45-55) 

However, De Boel does not teach the use of a hydroxyl carboxylic acid with the 
clear intumescent layer, but Varma teaches a process for the production of an 
intumescent layer (that is 0.3-5.0 mm thick) upon the surface of a glass substrate which 
comprises a alkali metal waterglass with a alkali metal salt of carbonic acid or an alpha- 
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hydroxy carbolic acid, which can be citric acid. (Claims 1 , 2 and 1 1 ) Also, multiple 
glass sheet can be used. (Para. 23) 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention to combine the intumescent layer of De Boel with the intumescent layer of 
Varma with an alpha-hydroxy carbolic acid that would aid in the drying process of the 
intumescent layer. (Para. 15 on page 3) 

Additionally, the neutralization of the aluminate with a hyrdroxy carboxylic acid 
before mixing the silicate waterglass is considered to be a product-by-process limitation 
and even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process., (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP 21 13). In the present case, the product disclosed by the prior art includes the 
same materials as presently claimed, and, accordingly, appears to be substantially the 
same as the claimed product. 
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Additionally it is not clearly seen how this intermediate process step 
makes a physically different coating than the combination of De Boel or Varma. 

Consider claim 19, 38-40, while neither De Boel nor Varma seem to teach the 
percentage of aluminum nor the ratio of silicon to aluminum, it would have been obvious 
to one having ordinary skill in the art at the time of the invention to adjust the aluminum 
content for the intended application, since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

Consider claims 33-37, Varma teaches a sodium silicate waterglass with a 
weight ratio of Si02:Na20 is at least 2:1 more or preferably the weight ratio is at least 
2.5:1 and preferably 2.85:1 . Varma also teaches an alkali metal silicate waterglass with 
potassium silicate and lithium silicate waterglass wherein the ratio is Si02:K20 is in the 
range 1.4:1 to 2.1:1. (Para. 12 and 13 on page 3) 

Response to Arguments 

Applicant's arguments filed 12/23/2008 have been fully considered but they are 
not persuasive. Regarding the Applicant's and Mr. Holland's affidavit and arguments, 
they are not persuasive because they are tied to the method of producing the article 
versus another's method of producing the article and are not commensurate with the 
claimed subject matter. For one reason, the Applicant is claiming an intermediate 
solution (the partially neutralized aluminate), however the final product of the claimed 
subject matter weighed against the combined disclosure of DeBoel and Varma are 



Application/Control Number: 10/523,540 Page 5 

Art Unit: 1794 

considered to be structurally and materially the same. As for the argument that neither 
DeBoel nor Nolte provide a disclosure that enables the invention to be practices is not 
the pivotal issue, because this is not a method claim. The disclosure of Deboel, as 
admitted by the Applicant, indicates that sodium aluminate has a favorable effect in that 
it increases the reflective layer. Therefore, this inventive feature is considered to be 
known in the art (namely use of multivalent metal ions). The lacking of a method that 
produces this effect is not germane to inventorship in a claim set to an article or product. 

While the Applicant's method of producing the clear intumescent interlayer may 
be different than the prior art, the combination of the prior art of record (DeBoel and 
Varma) clearly disclose to a person of ordinary skill in the art, the nature of the article 
and the advantages that the teaching of Varma would provide. The reliance upon an 
intermediate method step (in an article claim) is not enough to over come the prior art of 
record. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GORDON R. BALDWIN whose telephone number is 
(571)272-5166. The examiner can normally be reached on M-F 7:45-5:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

GRB 



/Timothy M. Speer/ 

Primary Examiner, Art Unit 1794 



